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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. Claims 20 and 25-32 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 20, "said at least one treated motor lamination" 
lacks antecedent basis. In claim 25, "said component motor lamination" lacks antecedent 
basis. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

3. Claims 20-27, 29, 31-33, 35, 37-38 and 40 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Fahy (US 5,488,984) in view of Heimann (US 5,714,093). Fahy 
generally teaches a method for manufacturing squirrel-cage rotors including treating high- 
permeability steel core laminations 5 with a solution including sodium nitrite, and injecting 
molten aluminum therein to produce rotor bars 15 and end rings 17 (c.3, lines 19-25; Figs.l- 
2). The solution prevents soldering of the aluminum to the steel (abstract). Fahy does not 
teach a coating "comprising at least one silicate and silica and having a basic pH. 99 

Heimann teaches a gel coating for inhibiting corrosion of ferrous metals comprising a 
base made of, among others, silicate esters (c.14, lines 48-49) and further including a thickener 
such as silica (c.14, line 59), or additives including silica for tailoring thermal resistance (c.15, 
lines 48-56). Heimann further teaches: "The gel includes buffers in sufficient quantity to 
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enable the gel to buffer pH in the range in which the metal to be corrosion-protected is 
naturally passive to corrosion. For protecting steel, iron or iron alloy, a gel comprising a 
polyalphaolefin (1-decene) base and about 10% by volume sodium silicate, about 10% by 
volume potassium silicate and about 10% by volume zinc borate has been found very effective. 
Such a composition, when applied to the steel, iron or iron alloy surface, provides a pH buffer 
for the metal in the pH range between 8-13" (c.14, lines 6-15). 

It would have been obvious to one of ordinary skill at the time of the invention to 
modify Fahy and provide a silicate/silica coating with basic pH per Heimann since this would 
have been desirable to prevent or retard corrosion of the metal laminations. 

Regarding claim 21, the aluminum bars 15 and end rings 17 in Fahy partially 
encapsulate the rotor laminations. 

Regarding claims 22-24, as best understood, the coating separates and electrically 
insulates the laminations from the molded aluminum in Fahy and Heimann. 

Regarding claim 26, Heimann teaches polymers (c.14, lines 16-50). 

Regarding claim 31, silica additives in Heimann (c.15, line 51) would include silicon 
carbide and silicon nitride. 

Regarding claim 32, note acrylics and urethanes in Heimann (c.15, lines 3-15). 

Regarding claim 33, the coatings of both Fahy and Heimann would "interact" with 
molten aluminum embedding the component. 

Regarding claim 35, Fahy's coating is insulative; while not explicitly stating that the 
coating provides the surface with a resistivity of greater than 1.0 milli-ohm, optimization of 
ranges for the resistivity would have involved ordinary, skill since it has been held that where 
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the general conditions of a claim are met, discovering optimum or workable ranges involves 
routine skill. In re Aller, 105 USPQ 233. 

Regarding claim 37, the coating in Fahy is applied to loosely assembled laminations 
(c.3, lines 38-43). 

Regarding claim 38, Fahy notes that sodium borate has been used to form an 
electrically resistive barrier (c.l, lines 50-55). Heimann teaches borates such as zinc borates 
(c.ll, line 53). 

4. Claims 30, 36 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fahy and Heimann as applied to respective claims 25, 33 and 37 above, further in view of 
Takimoto et al. (US 5,298,059). Neither Fahy nor Heimann appear to teach ferromagnetic 
particle additives. 

Takimoto teaches a silicate coating composition for rust prevention in steel plates (c.l, 
lines 20-24; c.5, lines 65-C.6, line 2) including ferromagnetic pigments such as iron oxides 
(c.4, lines 58-59). 

It would have been obvious to one of ordinary skill at the time of the invention to 
modify Fahy and Heimann and provide ferromagnetic additives per Takimoto since pigments 
would have been desirable to impart color to the coating. 
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Allowable Subject Matter 

5. Claims 28, 34 and 41 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. Neither Fahy nor Heimann teach or suggest that the 
silicate comprises sodium silicate, per se. 

Response to Arguments 

6. In response to applicants argument that there is no suggestion to combine Fahy and 
Heimann in the rejection of claims 20-27, 29, 31-33, 35, 37-38 and 40 under 35 USC 103(a) 
since the two are not in the same field of endeavor, it is noted that the "same field of 
endeavor" test is not the sole test for establishing whether or not the references are non- 
analogous and have been properly relied upon. In particular, it has been held that a prior art 
reference must either be in the field of applicant's endeavor or, if not, then be reasonably 
pertinent to the particular problem with which the applicant was concerned, in order to be 
relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 

F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Fahy is clearly directed to the 
problem of preventing molten metal alloy such as aluminum from welding to steel rotor 
laminations and uses a Nitrosol B coating for the laminations, thus satisfying both tests. 
Heimann is not directed to the particular problem of adhesion/solder between steel and 
aluminum; however, Heimann is in the same field of endeavor coating steel components for 
protection against oxidation. One of Heimann's embodiments describes a "...gel include[ing] 
buffers in sufficient quantity to enable the gel to buffer pH in the range in which the metal to 
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be corrosion-protected is naturally passive to corrosion. For protecting steel, iron or iron 
alloy, a gel comprising a polyalphaolefin (1-decene) base and about 10% by volume sodium 
silicate, about 10% by volume potassium silicate and about 10% by volume zinc borate has 
been found very effective. Such a composition, when applied to the steel, iron or iron alloy 
surface, provides a pH buffer for the metal in the pH range between 8-13" (c.14, lines 6-15, 
emphasis added). Such buffer gel compositions generally fall under the category of "coatings" 
(c.9, lines 66-c.lO, line 11). Therefore, both prior art references are in the field of applicant's 
endeavor of steel laminate coatings and thus reliance upon them as a basis for rejection of the 
claimed invention is proper. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Burton S. Mullins whose telephone number is 571-272-2029. 
The examiner can normally be reached on Monday-Friday, 9 am to 5 pm. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 



free). 
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